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DECISION ON APPEAL 
This is a decision on appeal under 35 U.S.C. § 134 from the examiner's final 
rejection of claims 1-32, which are all the claims in the application. 
We reverse. 
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BACKGROUND 

The invention relates to generation and delivery of marketing material that is 

customized for particular customers. Representative claim 1 is reproduced below. 

1 . A automated creation and delivery method for generating output material 
comprising: 

generating a customer record in a first database table to include fields 
specifying at least one product, customer preferences, and a selected output 
method to deliver generated output material on the product specified in the 
customer record; 

receiving at least one customer record in the first database table to 
process; 

accessing at least one content file by querying a second database table 
using values in one received customer record; 

generating the content of each accessed file into the output material; 

determining a selected one of a plurality of delivery options from the 
customer record; and 

transmitting the output material via the determined delivery option to the 
customer specified in the customer record. 

Th6 examiner relies on the following references: 
Tackbary et al. (Tackbary) 5,555,496 Sep. 10, 1996 

Dedrick 5,717,923 Feb. 10, 1998 

Claims 1-32 stand rejected under 35 U.S.C. § 103 as being unpatentable over 
Dedrick and Tackbary. 

We refer to the Final Rejection (Paper No. 9) and the Examiner's Answer (Paper 
No. 19) for a statement of the examiner's position and to the Brief (Paper No. 18) and 
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the Reply Brief (Paper No. 20) for appellants' position with respect to the claims which 
stand rejected. 

OPINION 

Appellants argue in the Brief that the rejection fails to show disclosure or 
suggestion of the claimed combination that includes accessing at least one content file 
by querying a second database. Instant claim 1 requires generating a customer record 
in a first database table to include specific fields, and "accessing at least one content 
file by querying a second database table using values in one received customer 
record." 

The statement of the rejection applied against claim 1 (Answer at 3-4) contends 
that Dedrick discloses generating a record in a first database table and querying a 
second database table using values in one received customer record. The rejection 
does not specify the elements disclosed in Dedrick that are deemed to correspond to 
the claimed first and second database tables. However, in response to appellants' 
arguments, the examiner asserts that "Dedrick discloses.. .user profile data (first 
database) for the end user from the personal database (second database) to determine 
the search criteria (query) for this end user...." (Answer at 6.) 

Dedrick discloses an electronic network (Fig. 1) that includes client systems 12 
coupled to metering servers 14. A client system 12 (Fig. 2) contains a personal profile 
database 27 that contains personal profile information and preferences with respect to 
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the user. Col. 5, II. 50-62; col. 6, II. 52-54. A metering server 14 (Fig. 3) contains a user 
profile database 30 that comprises aggregate profile data collected from the client 
systems 12. User profile database 30 thus contains profile data that server 14 may 
periodically request and collect from client systems 12. Col. 9, II. 25-33. 

We agree with appellants that Dedrick's disclosure of the user profile database 
30 and the personal profile database 27 does not teach or suggest the first and second 
database tables as claimed. The reference does teach generating a customer record in 
a "first" database table (e.g., personal profile database 27) to include fields specifying 
customer preferences, although we note that the rejection neglects to point out a 
teaching relating to fields specifying "at least one product." The rejection apparently 
relies on Tackbary for an alleged teaching relating to a "selected output method," or 
delivery options. 

In any event, the examiner seems to admit that database 27 and database 30 of 
Dedrick do not teach or suggest the limitations of the claims, by alleging, in response to 
appellants' arguments, that the claimed databases are "functional equivalents" or 
"would have been obvious." (Answer at 7.) In view of the actual teachings of Dedrick, 
and the lack of evidence in support of the assertions of equivalent functions or 
obviousness, the rejection must fail. 

The examiner's responsive arguments in the Brief refer to a feature of Dedrick 
that is closer to the limitations of claim 1 with respect to accessing a content file by 
querying a database table using values in one received customer record. The Answer, 
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at pages 6 through 7, refers to actions of the "appraisal agent" described at column 8, 
lines 27 through 31. 

Dedrick, at column 8, line 20 through column 9, line 14, describes an appraisal 
agent 28 on client system 12 (Fig. 2). The appraisal agent may access user profile data 
from personal profile database 27 to determine search criteria for the user, and "work 
its way back through the system 10" (Fig. 1) to locate electronic information which 
matches the search criteria. However, as appellants note (Reply Brief at 2), the 
examiner has not shown how this might teach "generating the content of each accessed 
file into the output material," as recited in claim 1 . Moreover, appraisal agent 28 does 
not access a content file by querying "a second database table" - personal profile 
database 27, according to the rejection - using values in a received customer record, 
but accesses information from yellow page servers 22 (Figs. 1 and 5). 

Since the remaining independent claims (12 and 22) contain limitations similar to 
those of claim 1 for which the rejection falls short, we do not sustain the rejection of any 
of the claims on appeal. 
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CONCLUSION 

The rejection of claims 1-32 under 35 U.S.C. § 103 as being unpatentable over 
Dedrick and Tackbary is reversed. 



REVERSED 




JERRY SMITH 
Administrative Patent Judge 



HOWARD B. BLANKENSHIP 
Administrative Patent Judge 




BOARD OF PATENT 
APPEALS 



AND 

INTERFERENCES 




MAHSHID D. SAADAT 
Administrative Patent Judge 
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